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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The term "vicinity of a surface of the 

water absorbent resin " in claims 1-2 and 7-9 is a relative term which renders 

the claim indefinite. The term "vicinity of a surface" is not defined by the claim 
and the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably appraised of 
the scope of the invention. 

Claims 3-6 and 10-21 are dependent on base claims 1 and 7-9. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject 
matter of the various claims was commonly owned at the time any inventions 
covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1 .56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 
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7. Claims 1-4 and 7-21 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Mertans et al (US 
6,605,673 B1 - WIPO publication WO 00/53644 is used for date purposes and 
the US equivalent is referred to in the rejection below). 

Mertens et al disclose a powdery crosslinked polymer constituted of 55 to 
99.99 wt% of polymerized ethylenically unsaturated monomers which contain 
acid groups; 0.1 to 5.0 wt% of one or more polymerized crosslinking agents and 
0 to 30 wt% of a water soluble polymer. The crosslinked polymer so obtained is 
subjected to secondary crosslinking at its surface by polyol and a cation (column 
3, lines 30-53). The particle size is preferably between 150 to 800 urn (column 6, 
lines 46-49). 

The water absorbing polymer product to be surface crosslinked is 
obtained by polymerizing 55 to 99.99 wt% of a monounsaturated monomer 
having acid groups/where monomers containing carboxyl groups are preferred. 
Particularly preferred is a polymer product obtained by polymerization in the 
presence of crosslinkers of acrylic acid or methacrylic acid (column 4, lines 65- 
67; column 5, lines 1-11). Aqueous solutions of salts are preferably used as 
cation to crosslink carboxylate groups near the surface. Examples of polyvalent 
cations are cations of aluminum, iron, chromium and other transition metals. It is 
preferred to use aluminum salts and alums and their various hydrates (column 4, 
lines 42-61). 
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See example 1 for the retention (TB) and absorption under pressure 
(AAP) for a 0.9% saline solution of 28.5 g/g and 25 g/g respectively. 
Furthermore, 0.5 g of aluminum sulfate 14-hydrate is used relative to 100 g of 
polymer powder and 2.5 g of water is used to make the crosslinker solution. 
Depending on the solubility of both components i.e. polyol and cation, the 
solution is heated to 20 to 100°C, preferably 20 to 60°C. Separate, yet 
simultaneous metering of a solution of the polyol and a solution of the salt 
component is also possible if homogeneous distribution of both components is 
ensured and the material is subjected to a thermal subsequent treatment, 
(column 7, lines 19-26). Once the secondary crosslinker solution is mixed with 
the polymer particles, secondary crosslinking reaction is performed at 
temperatures ranging from 150°C to 300°C (column 7, lines 41-44). 

The prior art is silent with respect to properties of water resin particle and 
the composition i.e. average particle diameter of 300 to 500 urn and extraction 
rate of multivalent metal component of claim 1; standard deviation of claims 1 
and 8; moisture absorption blocking ratio of claim 3, diffusion absorbency under 
load of claim 4 and humidification blocking ratio of claim 9. 

However, in light of the fact that prior art teaches / discloses essentially 
the same composition and process as that of the claimed, one of ordinary skill in 
the art would have a reasonable basis to believe that the water absorbent resin 
composition of prior art exhibits essentially the same property(ies). Since PTO 
cannot conduct experiments, the burden of proof is shifted to the applicants to 
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establish an unobviousness difference. See In re Fitzgerald, 619 F.2d 67, 205 
USPQ 594 (CCPA 1980). 

Even if properties of the water absorbent resin particle and composition of 
instant claims and prior art examples are not the same, it would still have been 
obvious to one of ordinary skill in the art to make water absorbent resin particle 
and composition having the claimed properties because it appears that the 
references generically embrace the claimed water absorbent resin particle and 
composition and the person of ordinary skill in the art would have expected all 
embodiments of the reference to work. Applicants have not demonstrated that 
the differences, if any, between the claimed water absorbent resin particle and 
composition and the water absorbent resin particle and composition of prior art 
give rise to unexpected results. 

8. Claims 1-6 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hatsuda et al (US 6,562,879 
B1). 

Hatsuda et al disclose a water absorbent resin powder and production 
process comprises the step of obtaining a crosslinked polymer wherein at least 
one monomer is selected from the group consisting of crosslinked polymers of 
partially neutralized polyacrylic acid (column 4, lines 28-30 and 56-58). Among 
them, one that has a carboxyl group is preferable and typically acrylic acid and/or 
a salt thereof is used as a main component. Those that have uncrosslinked 
water soluble content, is not greater than 20 wt% (column 5, lines 1-9). The 
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average particle diameter of crosslinked polymer particle is preferably 300 to 600 
urn (column 16, line 1-2). 

The production process further comprises the step of carrying out a 
surface crosslinking treatment by further mixing a surface crosslinking agent with 
the crosslinked polymer particles (column 10, lines 44-48). Heat treatment is 
carried out if necessary in the range of 80°C to 250°C (column 13, lines 16-26). 
Examples of surface crosslinking agents include polyhydric alcohols and 
polyvalent metal compounds such as hydroxides and chlorides of Zn, Ca, Mg, Al, 
Fe and Zr (column 10, lines 58-59; column 11, lines 26-28). These surface 
crosslinking agents may be used either alone or in combinations with each other 
(column 1 1 , lines 34-35). The surface crosslinking agent is usually in the range 
of 0.005 to 10 wt. parts per 10 weight parts of crosslinked polymer (column 1 1 , 
lines 66-67; column 12, linel). The water absorption capacity of the water 
absorbent resin powder is preferably not lower than 20 g/g, for 0.9 wt% saline 
under a load of 0.7 psi (column 15, lines 43-49). The absorbent structure is 
characterized by comprising water-absorbent resin powder and a fibrous material 
such as a hydrophilic fiber. The weight ratio of the water-absorbent resin powder 
and hydrophilic fiber is in the range of 20:80 to 90:10 (column 16, lines 42-56). 
The absorbent structure is interposed between a liquid permeable surface sheet 
and a liquid impermeable back sheet (column 17, 55-58). 

The prior art is silent with respect to properties of water resin particle and 
the composition i.e. particle diameter of less than 850 urn and at least 106 urn, 
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extraction rate of multivalent metal component and standard deviation of claim 1; 
moisture absorption blocking ratio of claim 3, diffusion absorbency under load of 
claim 4. 

However, in light of the fact that prior art teaches / discloses essentially 
the same composition as that of the claimed, one of ordinary skill in the art would 
have a reasonable basis to believe that the water absorbent resin composition of 
prior art exhibits essentially the same property(ies). Since PTO cannot conduct 
experiments, the burden of proof is shifted to the applicants to establish an 
unobviousness difference. See In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 
(CCPA 1980). 

Even if properties of the water absorbent resin particle and composition of 
instant claims and prior art examples are not the same, it would still have been 
obvious to one of ordinary skill in the art to make water absorbent resin particle 
and composition having the claimed properties because it appears that the 
references generically embrace the claimed water'absorbent resin particle and 
composition and the person of ordinary skill in the art would have expected all 
embodiments of the reference to work. Applicants have not demonstrated that 
the differences, if any, between the claimed water absorbent resin particle and 
composition and the water absorbent resin particle and composition of prior art 
give rise to unexpected results. 
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9. Claims 1-4 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Nakashima et al 9US 
2004/0106745 A1). 

Nakahima et al disclose a water absorbent agent and production process 
comprising the step of blending an acid group containing water absorbent resin 
powder with a crosslinking agent reactable with the acid group. The resin 
powder has a weight average particle diameter of 300 to 600 urn wherein the 
ratio of fine powders having particle diameter of not larger than 150 urn is not 
more than 10 wt% (abstract). The particulate water-absorbing agent includes 
particles having particle diameter of smaller than 850 urn but not smaller than 
150 urn in a ratio of not less than 90 wt% (paragraph 0021). Water soluble 
polymer is not more than 50 wt% (paragraph 0054). Examples of crosslinking 
agents include polyhydric alcohols (paragraph 0107) and polyvalent metals such 
as Be, Mg, Al, Fe, Mn etc (paragraph 0109). 

Examples of water-absorbent resins include partially neutralized 
(poly)acrylic acid (paragraph 0052). The water absorbent resin shows a 30 
minutes absorption capacity of not less than 31 g/g without load for a 0.90 wt% 
saline (paragraph 0028) and a 60 minutes absorption capacity of not less than 24 
g/g under a load of 4.83 kPa for a 0.90 wt% saline (paragraph 0029). 

The prior art is silent with respect to properties of water resin particle and 
the composition i.e. extraction rate of multivalent metal component and standard 



Application/Control Number: 10/562,140 Page 10 

Art Unit: 1713 

deviation of claim 1; moisture absorption blocking ratio of claim 3, diffusion 
absorbency under load of claim 4. 

However, in light of the fact that prior art teaches / discloses essentially 
the same composition as that of the claimed, one of ordinary skill in the art would 
have a reasonable basis to believe that the water absorbent resin composition of 
prior art exhibits essentially the same property(ies). Since PTO cannot conduct 
experiments, the burden of proof is shifted to the applicants to establish an 
unobviousness difference. See In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 
(CCPA 1980). 

Even if properties of the water absorbent resin particle and composition of 
instant claims and prior art examples are not the same, it would still have been 
obvious to one of ordinary skill in the art to make water absorbent resin particle 
and composition having the claimed properties because it appears that the 
references generically embrace the claimed water absorbent resin particle and 
composition and the person of ordinary skill in the art would have expected all 
embodiments of the reference to work. Applicants have not demonstrated that 
the differences, if any, between the claimed water absorbent resin particle and 
composition and the water absorbent resin particle and composition of prior art 
give rise to unexpected results. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karuna P. Reddy whose telephone number is 
(571)272-6566. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on (571) 272-1 1 14. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Karuna P Reddy 
Examiner 
Art Unit 1713 

LING-SUICHOI 
PRIMARY EXAMINER 



